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Patent Examiner 
Tung Vo 



Director of Technology Center 2600 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Sir: 



Kindly enter the following Petition without prejudice, which is being submitted within 
two months of the Office Action dated January 13, 2010. 



PETITION PURSUANT TO 37 C.F.H S 1.144 
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REMARKS 

Applicants petition that the restriction requirement set forth in the final Office Action 
dated January 13, 2010 be withdrawn. If further request for reconsideration by the Examiner of 
the restriction requirement is deemed required, then this Petition should be considered as such. 
The Office has not shown the alleged Groups to be distinct 

The Action has not provided the required showing of distinct inventions. The Action 
doesn't even state the relationship criteria being relied upon to allege that the Groups are distinct, 
e.g., unrelated inventions, combination/subcombination, separately usable subcombinations, etc. 

The Examiner has not shown the alleged Group (of claims 50-54) to be a distinct 
invention. MPEP § 806.05 states that 'The burden is on the examiner to provide reasonable 
examples that recite material differences". Applicants respectfully submit that the Examiner has 
not met the prerequisite criteria for insisting on restriction. Rather, the restriction requirement is 
based solely on mere allegation. Thus, the reasons provided in the record by the Examiner for 
insisting on restriction are unreasonable (and not legally valid). 

The Action provides no reasonable example whatsoever why claims 50-54 are drawn to a 
distinct invention. Nor has any criteria of distinctness based on MPEP sections § 806.05(c) to 
806.05Q) been provided to Applicants, as is required for a proper restriction. Thus, the 
restriction requirement is not legally valid. 

Nor has the Examiner provided the required showing that the alleged Groups do not 
overlap in scope, are not obvious variants, and are separately usable. The Examinees attempt to 
restrict between the alleged Groups is prima facie legally improper due to similar features and 
relationships being recited in the related Groups. The Examiner confuses distinctness with mere 
differences in claim scope. Applicants respectfully submit that the rules and Office examining 
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procedures were designed to specifically prevent this type of (improper) restriction requirement 

from being maintained. 

At best, the Examiner alleges that claims 50-54 are drawn to a distinct invention solely 

based on claim 50 reciting the language of: 

"a video material presenting device, wherein the video material presenting device 
is operative to provide video material to each respective customer display device, 
a video control device, wherein the video control device controls presentation of 
video material at each respective customer display device, wherein the video 
control device is operative to selectively present video material provided by the 
SP camera device at each respective customer display device". 
However, the record shows that the above noted claim 50 language finds support in 

previously recited and previously examined claims. Not only does the language find support in 

the pending claims, but also in appealed claims reviewed by the Board of Patent Appeals and 

Interferences (BPAI) with regard to their decision dated September 21 , 2007. 

Support in a ppealed cl aims for the noted language in pending claim 50 
a video material presenting device 

"a video material presenting device" (appealed claim 1 5 reviewed by the BPAI); 

• provide video material to each respective customer display device 

"a plurality of customer stations . . . each customer station includes: a customer 
visual display ... in operative connection with the SP station" (claim 40); 
"a plurality of customer stations in operative connection with the SP station" 
(claim 24); 
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"each of the customer stations being in operative connection with the SP station" 
(claim 19); 

• a video control device 

"a video switching device" (claim 14); 

• control presentation of video material at each respective customer display device 

"video switching device is operative to selectively connect the video material 
presenting device to the customer visual display" (claim 1 5); 
"video switching device is operative to selectively connect the customer visual 
display to either the video material presenting device or the SP CCTV camera" 
(claim 16); 

• selectively present SP camera video at each respective customer display device 

'Video switching device is operative to selectively establish video connections 
between the SP CCTV camera and the customer video display" (claim 14): 
4t video switching device is operative to selectively connect the customer visual 
display to either the video material presenting device or the SP CCTV camera" 
(claim 16). 
Improper basis for restriction 

It appears that the Examiner may be trying to argue lack of literal support for wording in 
claim 50 as a basis for the restriction. Yet the claimed invention does not have to be described in 
ipsis verbis. In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976). Even MPEP § 2163.02 
recognizes that "subject matter of the claim need not be described literally (i.e., using the same 
terms or in haec verba). Also, "a rewording . . . where the same meaning remains intact is 
permissible" (MPEP § 2163.07). In re Anderson, All F.2d 1237, 176 USPQ 331 (CCPA 1973). 
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The Examiner has not met the serious burden criteria 

MPEP § 803 sets forth criteria for a proper restriction. One of the criteria is that there 
must be a serious burden on the Examiner in order for restriction to be proper. Conversely, if the 
search and examination of an entire application can be made without serious burden, then it must 
be examined on the merits. Applicants have shown above that the Examiner has already 
considered the claim language on the merits. Thus, Applicants respectfully submit that the 
restriction is further legally improper because the criteria for serious burden has not been met. 
The restriction requirement is not timely 

Applicants respectfully submit that there are time limits as to when a restriction 
requirement can be made. MPEP § 81 1 indicates that an Examiner is to "make a proper 
requirement as early as possible in the prosecution, in the first action if possible." 37 C.F.R. § 
L 142(a) indicates that the requirement is to "be made before any action on the merits" and must 
be made "before final action." Applicants respectfiilly submit that the restriction requirement is 
not in compliance with the statutes, rules, and Office procedures. The time for requiring 
restriction has long expired. The record shows that this application has received numerous 
Office actions on the merits for essentially the same recited subject matter. This application has 
also received final rejections and a BPAI decision. Thus, the restriction requirement is further 
legally improper. 

Even the legal community recognizes that the pending restriction requirement is legally 
improper. For example, note the attached published article entitled The "Serious Burden " 
Requirement Has Teeth — A Prohibition on Restriction Requirements Later in Prosecution, 
Intellectual Property Today , February 2009. The article indicates that in the USPTO, an 
allegation of "serious burden" cannot be relied upon by an Examiner when requiring an election 
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involving claims which were previously twice rejected. Applicants respectfully submit that such 
is the current situation. Again, the time for alleging restriction has long passed. Thus, because 
the requirement is also not timely, it is further not legally proper and should be withdrawn. 
The restriction requirement is without legal basis 

Also, the statute (as opposed to Office's agency-made examining rules) expressly states 
that before the Office may require restriction, the inventions must be both "independent" and 
"distinct." Therefore, the standard used in the Action for seeking to impose restriction is legally 
incorrect due to noncompliance with the clear wording of both the statute and the regulations 
promulgated thereunder. The application of such an incorrect legal standard is contrary to law 
and in violation of the Administrative Procedures Act. It follows that the restriction requirement 
is further without legal basis. 
Conclusion 

For all the foregoing reasons, Applicants respectfully request that their Petition be granted. 



Respectfully submitted, 




Ralph E/Jpdce R 
WALKER & JOCKE 
231 Broadway 
Medina, Ohio 44256 
(330) 721-0000 
Customer No. 28995 
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The "Serious Burden" 
Requirement Has Teeth — 
A Prohibition on Restriction 
Requirements Later in Prosecution 



6Y RICK NEIFELD, 
NEIFELD IP IAW # PC 



Rick Neifeld is the senior partner at Neifeld 
IP Law, PC, located in Alexandria, VA. His 
practice focuses on patent prosecution and 
interference* 



BACKGROUND 

For about the last decade, I have fol- 
lowed the Btrategy of appealing as soon 
as possible in applications fox com- 
puter implemented inventions for the fol- 
lowing reasons. First, information indicated 
that the policy and procedure imposed 
by the Director on the examining corps 
in this area made prosecution before the 
examining corps fruitless. 2 Second, the 
Board of Patent Appeals and Interferences 
("BPAI") is at least nominally independent 
of supervision by the Director because 
BPAI decisions are reviewed by the Courts, 
not the Director. Therefore, my belief has 
been that a significant fraction of rejections 
in patent applications claiming computer 
implemented inventions would be reversed 
on appeal, leading to allowance. 

Unfortunately, obtaining decisions on 
appeals in the computer implemented 
inventions area has been difficult and slow 
due to procedural obstacles imposed in 
prosecuting cases in this area. The proce- 
dural obstacles have included: examiners, 
imposing requirements to re-file briefs to 
address alleged formal errors; examiners 
responding to appeals by reopening pros- 
ecution and imposing new grounds for 
rejection; and the BPAI adhninistratively 
remanding cases to the examiner ordering 
the examiner to correct the record. 3 



In addition, in several cases, the exam- 
iners responded to my appeals by reopening 
prosecution only to the extent of impos- 
ing restriction requirements. However, the 
new precedent discussed below holds that 
requiring restriction in an application after 
all claims have been twice rejected is 
improper. Since all claims in appealed cases 
are normally twice rejected, the practice of 
responding to an appeal with a restric- 
tion requirement is generally improper and 
should cease. 4 Before discussing this prec- 
edent, it is useful to summarize the condi- 
tions required for a proper restriction. 

CONDITIONS REQUIRED FOR 
A PROPER RESTRICTION 

The authority far the Director to require 
restriction appears in 35 USC 121, which 
authorizes the Director to impose a require- 
ment for restriction whenever claimed inven- 
tions in one application are "independent 
and distinct." 5 The Director specifies in 
the MPEP instructions to examiners. These 
include conditions under which examiner's 
may require restriction. 6 In MPEP 803, 
the Director interprets 35 USC 121 to 
authorize restriction whenever nTm'ma in 
an application are independent qx distinct. 
Various criteria are specified in the MPEP 
for defining inventions that are either inde- 
pendent or. distinct from one another. The 
MPEP requires an examiner to specify, 
based upon these criteria, why the claims 
in an application are either independent or 
distinct from one another, as a necessary 
condition for' imposing a requirement for 
restriction. 

However, the MPEP contains an addi- 
tional necessary condition that must be 
met by an examiner before the examiner 
can impose a restriction requirement. This 
is the requirement to Bhow that there is a 
"serious burden" on the examiner to search 
and examine the allegedly independent or 
distinct claims. Specifically, the second 
paragraph of MPEP 803 states that: 



If the search and examination of 
**>all the claims in an< applica- 
tion can be made without serious 
burden, the examiner must exam- 
ine *>them< on the merits, even 
though **>they include < claims to 
independent or distinct inventions. 
[MPEP 8th Edition, Rev. 5, 2006] 

MPEP 803 also provides general guidance 
regarding what the examiner must show to 
satisfy the "serious burden" requirement, 
stating that; 

For purposes of the initial require- 
ment, a serious burden on the exam- 
iner may be prima facie shown ** by 
appropriate explanation of separate 
classification, or separate status in 
the art, or a different field of search 
as defined in MPEP § 808.02. That 
prima facie showing may be rebutted 
by appropriate showings or evidence 
by the applicant. Insofar as the crite- 
ria for restriction practice relating to 
Markush-type claims is concerned, 
the criteria is set forth in MPEP § 
803.02. Insofar as the criteria for 
restriction or election practice relat- 
ing to claims to genus-species, see 
MPEP § *>806.04< - § 806.04(i) 
and § 808.01(a). » 

MPEP 808.02 also- discusses the "serious 
burden" requirement, but its discussion is 
redundant of MPEP 803. 

Timing is also an important factor in 
deternuning whether a requirement for 
restriction is proper. Respecting timing for 
a restriction requirement, MPEP 811cites 
to 37 CFR 1.142(a). Rule 1.142(a) states 
that: 

§ 1.142 Requirement for restriction, 
(a) If two or more independent and 
distinct inventions are claimed in 
a single application, the examiner 
in an Office action will require the 
applicant in the reply to that action 
to elect an invention to which the 
rlflimg will be restricted, this official 
action being called a requirement for 
restriction (also known as a require- 
ment for division). Such requirement 
will normally be made before any 
action on the merits; however, it may 
be made at any time before final 
action. ... [Para (a) revised, 62 FR 
53131, Oct 10, 1997, effective Dec. 
1,1997] 



PACE 9/19 * RCVD AT 3111/2010 2:35:20 PM [Eastern Standard Time] - SVR:USPTO-EFXRP-6/ie * DNIS:2738300 • CSID:3307226448 " DURATION (mm-ss): 05-44 



03/11/2010 14:39 FAX 3307226446 



Walker & Jocke 



3)010 



In discussing rule 1.142(a), MPEP 811 
states that: 

811 Time for Making Requirement 
IR-3] 

87 CFR 1.142(a), second sentence, 
**> indicates that a restriction 
requirement "will normally < be 
made before any action upon the 
merits; however, it may be made at 
any time before final action * V This 
means the examiner should make a 
proper requirement as early as pos- 
sible in the prosecution, in the first 
action if possible, otherwise, as soon 
aa the need for a proper requirement 

develops. 

Before .making a restriction 
requirement after the first action on 
the merits, the examiner will con- 
sider whether there will be a serious 
burden if restriction is not required. 
The rule requirement that "however, 
it may be made at any time before final 
action** clearly indicates that a require- 
ment for restriction is improper after a final 
action. However, focus on the statement "as 
soon as the need for a proper requirement 
develops". Triat statement indicates that a 
requirement for restriction should be made 
in response to a claim amendment result- 
ing in claims that define "independent and 
distinct" inventions within the meaning of 
35 USC 121. MPEP 811, first paragraph, 
does hot "expressly prohibit restriction 
after examination of otherwise restrictable 
claims. However, a question arises whether 
there can be a "serious burden" in exami- 
nation of claims already examined. The 
decision discussed below addresses that 
question. 

THERE IS NO "SERIOUS BURDEN" 
EXAMINING AN APPLICATION IN 
WHICH ALL CLAIMS WERE PREVIOUSLY 
TWICE REJECTED, AT LEAST IN THE EYES 
OF TECHNOLOGY CENTER 3600 

On 3/24/2004, 1 filed a petition on behalf 
of the applicant in application 09/478,351 
that requested that a restriction require- 
ment imposed in response to the filing of 
an appeal brief be withdrawn and that the 
appeal brief be reinstated. 

On 10/31/2008, the. USPTO issued a 
decision on the petition. The decision on 
that petition is signed by Group Director 
Coggins, for Technology Center 3600. The 
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decision on the petition reads in toto as 
follows: 

MAILED FROM DIRECTOR'S 

OFFICE 

10/31/2008 

TECHNOLOGY CENTER 

In re Application of Michael Scroggie 
et al : DECISION ON PETITION 
REGARDING RESTRICTION 
REQUIREMENT 

Applicants' petition filed on March 
25, 2004 requests withdrawal of the 
election requirement as set forth in 
the Office action mailed November 
24, 2003. Applicants farther request 
reinstatement of the supplemental 
appeal brief filed on September 11, 
2003. 

The petition is GRANTED. 

A review of the record reveals that 
the Office action mailed November 
24, 2003 Bet forth an election require- 
ment requiring a provisional election 
between five subcombinations identi- 
fied as (1) Claims 28-29, 32, 73-75, 
76-78, and 79-81, (2) Claims 61-62, 
64, 65-72, (3) Claims 34-41, 42-44, 

INTELLECTUAL PROPERTY TODAY FEBRUARY, 2009 



45-49, 82, and 83; (4) Claims 3 1, 
50, 51-54; and (5) Claims 55-60 and 
63. Applicants elected the subcom- 
bination of Claims 28-29, 32, 73*75, 
76-78, and 79-81 with traverse in the 
response filed December 22, 2003. 
The examiner, upon reconsideration, 
modified the grouping of the claims 
and mailed a non-final office action 
on March 1, 2004 addressing Claims 
28, 29, 32, 55-60, and 73-81. The 
March 25, 2004 petition was then 
timely filed. 

Applicants' petitions [sic] allege 
that the election requirements are 
improper because there would be no 
burden on the examiner since all of 
the present claims had already been 
rejected at least two times prior to the 
election requirement. 

For the foregoing reasons, the 
examiner's provisional election 
requirement has been deemed to be 
improper. 

The application is being forwarded 
to the examiner for consideration of 
claims 28, 29, 31-32, and 34-33. An 
appropriate Office response to the 
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Appeal Brief filed on September 11, 
2003 will follow in due course. 

The decision holds that there is no 
serious burden justifying restriction when 
all pending claims in an application have 
previously been rejected at least twice. 
This decision is precedent indicating that 
prior examination of all claims at least 
two times immunizes the application from 
a requirement for restriction. There is of 
course nothing in the decision indicating 
that it is considered by the USPTO to be 
precedential. However, it is an agency 
interpretation of the agency's procedural 
rules. Accordingly, any subsequent peti- 
tion decision to the contrary in any other 
case would raise issues of arbitrary and 
capricious agency action in violation of the 
administrative procedures act ("APA"). 
Thus, barring an official change in USPTO 
policy, such as a rule change, or revision 
in the MPEP, thia decision is precedential 
since it would have probative evidentiary 
value in an APA action challenging a deci- 
sion in any other case that was contrary to 
the holding in this case. 

I raise and dispose of arguments to fac- 
tually distinguish this case in the following 
paragraphs. 

An additional fact noted in the petition 
and identified in the decision was that 
the office action imposing the restriction 
requirement was an office action reopen- 
ing prosecution in response to the appli- 
cants appeal However, that fact was not 
relied upon in the decision, thereby indi- 
cating that the existence of an appeal is 
not required to immunize an application in 
which all claims have been rejected at least 
two times from restriction. 

An additional fact noted in the decision 
is that the petition was filed in 2004, - - 4 
years before the decision on the petition. In 
fact, what caused that delay in the USPTO 
included 2 adrmmstrative remand Orders 
from the BPAI to the examining corps 
to have the examining corps correct the 
record. However, that fact was not relied 
upon in the decision, thereby indicating 
that substantial USPTO delays are not 
required to immunize from restriction an 
application in which all claims have been 
rejected at least two timee. 

The decision also refers to an "election 
requirement." The MPEP distinguishes 
between "election" and "restriction** 
requirements depending upon whether the 

36 



claims are alleged to be either "indepen- 
dent" or "distinct". However, the "seri- 
ous burden" requirement specified in the 
MPEP applies to all types of require- 
ments for restriction pursuant to 35 USC 
121, Accordingly, this petition decision has 
precedential value for applications receiv- 
ing any type of requirement pursuant to 35 
USC 121. 

One might argue that this decision is 
a fluke, improvident, and does not reflect 
actual USPTO policy. However, I know of 
other petitions against restriction require- 
ments in other cases that have been granted 
based upon the USPTO finding no serious 
burden. 7 Thus, this decision's reliance on a 
finding of no serious burden is not a fluke; 
the fluke argument fails. 

CONCLUSIONS REGARDING THE 
"SERIOUS BURDEN" LIMITATION ON 
RESTRICTION REQUIREMENTS 

37 CFR 1.142(a) forbids examiners from 
imposing restriction requirements after 
examination is final The "serious burden" 
requirement and 37 CFR 1.142(a) further 
limit the right of examiners to impose 
restriction requirements late in prosecu- 
tion- The petition decision discussed herein 
above holds that examiners cannot restrict 
once all claims in an application have 
been twice rejected because there can be 
no "serious burden" in that situation. That 
petition decision is precedential to the 
extent that it would be probative evidence 
in an APA action challenging an inconsis- 
tent decision in any other application. Since 
all claims being twice rejected is the typi- 
cal situation on appeal, the petition deci- 
sion discussed herein above should curb 
the practice of restrictions in response to 
appeals. Finally, even when all claims have 
not been twice rejected, 37 CFR 1.142(a) 
and the "serious burden" requirement limit 
an examiner's right to impose a restriction 
later in prosecution. 

ENDNOTES 

1. I can be reached via the firm's web site: www. 
Neifeld. 

2. See the USPTO web page http://ww.uap to. 
gor/weh/offi(jea/coin/atrat21/aetion/q3pl7a-htin 
reporting that: 

la March 2000, the USPTO established the 
"seoond pair of eyes" review for business 
method patents in daw 705. It ia a "uni- 
versal" review of all allowances in Qaas 
70S with each allowance lairing about one 
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7. 



hour. The purpose of this review is Cor the 
reviewer to quicJdy flag issues that need 
further consideration bjr the examiner and/ 
or the examiner's supervisor. 
See the Lad as and Parry law Srm web page 
http://www.ladaa.eom/BULLETINS/2006/ 
USPTOBusinessMethooUMeeting.shtml which 
notes that: 

For an application in Class 705, the appli- 
cation allowance rate for FY2005 and at 
mid-year FY2006 is 19%. Ibis compares 
to previous years as follows: 

FY2001 45% 

FY2002 26% 

FY2003 16% 

FY2004 11% 

FY2005 19% 

FY2006 at mid year 19% 
The allowance rates noted on the foregoing Ladas 
and Parry law firm web site are well below the 
average allowance rates for patent applications. 
. For some data showing these difficulties, see 
Tables I-HI in "New Rules of Practice Before the 
Board of Patent Appeals and Inierferencea - The / 
Proposed Rales for Ex Parte Appeals, Appeals 
Data, and Practice Advice," Rick Neifeld, pre- 
sented at the AIPLA 2008 spring meeting, and 
available at on my firm's publication page: http;// 
www.neifeldxosVadvidxJitmL 
Jurisdiction for appeal only exists once an appli- 
cation for patent has been twice rejected. See 
Ex parte Lemoine, 46 USPQ2d 1420 (BPAII 
1994)(prccedentia! decision of an expanded' 
panel including APJ Scha£er\ APJ Meister. SAPJ 
McKelvey; CAPJ Stoner concurring on the juris- 
dictional issue; APJ McQuade dissenting on the 
jmisdictional issue). Typically, all claims in an 
application in which an appeal is filed have been 
twice rejected. It is however possible for an appli- 
cant to add new claims during prosecution that are 
not twice rejected before appeaL 

35 USC 121 states that "If two or more indepen- 
dent and distinct inventions are fl^'n i ftd in one 
application, the Director may require the appli- 
cation to be restricted to one of the inventions. " 
I use "restriction'* in the sense used in 35 USC 
121. The MPEP uses the terms "requirement for 
restriction" and "requirement Cor election of spe-l 
cies N depending upon the relationship between 1 
the subject matter defined by the claims. 

Many of these conditions are based upon case law 
antedating the 1952 patent act. Far example: Ex 
parte Eagle, 1870 CD. 137 (CommV Pat. 1870) 
and Ex parte Muench, 79 USPQ 92, 93 (BOPA 
1948) regarding restriction of species. 
C£ Paper titled "DECISION TO WITHDRAW 
RESTRICTION REQUIREMENT* dated October 
20, 2008 in application 09/828,212 (Stating that 
"it is not deemed a significant burden on the 
examiner to examine the newly added Claims 
[because of relationship of subject matter defined 
by new claims to subject matter defined by old 
claims]... interpolation supplied.) 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application No.: 08/889,033 

In re Application of 

Frazzitta, et al. 

Prior Appeal No.: 2007-0699 

Confirmation No.: 2912 

Filed: July 7, 1997 

Title: Transaction System 



Art Unit 2621 



Patent Examiner 
Tung Vo 



Director of Technology Center 2600 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Sir: 



Kindly enter the following Petition without prejudice, which is being submitted within 
two months of the Office Action dated January 13, 2010. 



PETITION AGAINST REINTRODUCTION OF 
A REJECTION REVERSED BY THE BPAI 



PI- 
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Background 

The following dates and papers are associated with this application: 

1 . 09/21/2007 Board of Patent Appeals and Interferences (BPAI) decision on a 35 U.S.C. 

§ 103(a) rejection of claims 19 and 40 based on McClure (US 3,294,342) 
in view of Granzow (US 4,580,040). The BPAI reversed the rejection of 
claims 19 and 40. 

2. 06/19/2009 Office Action with same claims 19 and 40 again rejected under 35 U.S.C. 

§ 103(a) based on the same references to McClure and Granzow. 

3. 09/21/2009 Applicants request reconsideration of the noted rejection. Applicants 

point out that the Office is legally barred from introducing the identical 
rejection because of principles regarding res judicata. 

4. 01/13/2010 Office Action where the Examiner "agreed with the BPAI decision", yet 

somehow refused to withdraw the noted rejection of claims 19 and 40. . 
A pplicants petition that the 35 U.S.C. § 103(a) rejection of claims 19 and 40 be withdrawn 
The record shows that the current 35 U.S.C. § 103(a) rejection of claims 19 and 40 based 
on McClure and Granzow is identical to a previously appealed rejection. That is, the 35 U.S.C. § 
103(a) rejection of claims 19 and 40 based on McClure and Granzow was already fully 
considered by the BPAI in Appeal No. 2007-0699. In their decision dated September 21 3 2007, 
the BPAI reversed said rejection of claims 19 and 40. Thus, the Office is legally barred from 
again asserting these same rejections based on principles of res judicata. The Examiner is also 
committing prejudicial error. 
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Nor can a Technology Center Director legally reopen prosecution based on a double 
jeopardy rejection. 37 C.F.R. § 1.198 indicates that prosecution following a BPAI decision can 
be reopened or reconsidered "only for the consideration of matters not already adjudicated". 
Thus, the reopening of prosecution in the Office Action dated 06/1 9/2009 (which was approved 
by Director Mark Powell) was legally improper, and therefore must be withdrawn. 

The Office has no authority to continually reintroduce a rejection which was already 
reversed by the BPAI, otherwise prosecution length would be arbitrary and capricious, if not 
endless. Also, if such improper Office action is permitted then the appeal process would be 
rendered meaningless. Again, the rejection of claims 19 and 40 is legally improper and must be 
withdrawn. 
Conclusion 

For all the foregoing reasons, Applicants respectfully request that their Petition be granted. 



Respectfully submitted, 




WALKER & JOCKE 
231 Broadway 



Medina, Ohio 44256 
(330) 721-0000 



Customer No. 28995 
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MAR 11 2010 



D-1083 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application No.: 08/889,033 

In re Application of 

Frazzitta, et al. 

Prior Appeal No.: 2007-0699 

Confirmation No.: 2912 

Filed: July 7, 1997 

Title: Transaction System 



Art Unit 2621 



Patent Examiner 
Tung Vo 



Director of Technology Center 2600 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Sir: 



Kindly enter the following two Petitions without prejudice, which are being submitted 
within two months of the Office Action dated January 1 3, 2010. If further request for Examiner 
reconsideration is first required, then these Petitions should be considered as such. The Petitions 
are titled: 

PETITION TO HAVE THE APPLICATION TREATED AS "SPECIAL" 

and 



PETITION TO HAVE THE APPLICATION TRANSFERRED 



PACE 15/19 * RCVD AT 3/1 1/2010 2:35:20 PM [Eastern Standard Time) ■ SVR:USPTO-EFXRF-6/16 * DNIS:2738300 - C SID: 3307226446 * DURATION (mm-ss): 05-44 



03/11/2010 14:41 FAX 3307226446 



Walker & Jocke 



(&016 



Intent of the Petitions 

Applicants petition to both: 

(1) have the application be granted and treated as "special"; and 

(2) have the application be transferred to a primary examiner. 

PETITION TO HAVE THE APPLICATION TREATED AS "SPECIAL" 
Background 

The following dates and papers are associated with this application: 

1 . 07/07/1997 Application's filing date. 

2. 09/21/2009 Applicants request that the application be treated as a "special" case. 

3. 01/13/2010 Office Action in which Examiner denies Applicants' request. Examiner 

states that "applicant should file a petition" (and have it granted) before he 
will treat the application as "special". 
Reasons to impart "special" status to the application 

The facts of record show that this application has been pending more than twelve (12) 
years. According to MPEP § 708.01 (listed reason "I") and § 707.02, an application pending 
more than five years is to be treated as a "special" case and be advanced out of turn by the Office. 
That is, this application was to have been given a very high priority by the Examiner in the order 
of examination (MPEP § 708), and its priority handling was to have been personally overseen by 
the supervisory patent examiner (SPE) (MPEP § 707.02). The application was to have been 
given high priority in the Examiner's case docket so it could be treated by the Examiner in a 
quicker manner (e.g., similar to a timely treatment of an amendment after final rejection). 
Because of the facts of record, this application is entitled to such "special" status without any fee. 
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The facts of record show that the time period between Applicants' request of 09/21/2009 
and the Office Action dated 01/13/2010 was almost four months. The Office Action itself infers 
that the application was not treated as "special". Nor is there any evidence of record that the SPE 
personally acted to ensure that the application was given "priority handling". As a result, the 
facts of record indicate that the Office has legally failed to treat this application as "special". 
The Office's lack of enforcement of "special" status has unduly harmed the Applicants 

Because of the application's 1997 filing date, any granted patent term extension is limited 
to a maximum of five years (37 CFR § 1.701). Thus, prosecution delay time caused by the 
Office is lost patent term time that Applicants cannot recoup (without a lawsuit). The Office is 
not allowed to reduce a patent term by continually engaging in unnecessary application 
prosecution. Yet this is the situation regarding this application. The prosecution record gives the 
impression that the Office purposely continues to unnecessarily prolong prosecution so there 
eventually will not be any viable patent term remaining for Applicants. Such action by the Office 
constitutes an unlawful taking of patent term time. 

The obfuscation and delay by the examining Group, as evidenced by the record, suggests 
a pattern of arbitrary and capricious action (and bias) against Applicants. Such action by the 
Office violates the Administrative Procedures Act, 5 U.S.C. § 701 et seq. as an abuse of agency 
authority. 
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PETITION TO HAVE THE APPLICATION TRANSFERRED 

As the record shows, it appears the Examiner has failed in his prosecution duty, especially 
with regard to "compact prosecution". Thus, Applicants further petition to have this application 
transferred to a primary examiner who is capable of meeting the stated "compact prosecution" 
goals of the Office. 
Background 

The following dates and papers are associated with this application: 

1 . 09/2 1 /2009 Applicants request that the application be transferred. 

2. 01/13/2010 Office Action in which Examiner denies Applicants' request for transfer. 
Reasons to grant application transfer 

As factually evidenced by the prosecution history, the Examiner* s propensity to 
continuously prosecute this application for more then twelve years has not been in conformance 
with the Office's normal and expected examining procedures, especially with regard to "compact 
prosecution". Also, the Examiner's inability to efficiently examine this application has unduly 
harmed the Applicants with respect to patent term extension (as discussed above). The 
obfuscation and delay caused by the Examiner indicates a pattern of arbitrary and capricious 
action, and evidence of willful or wanton misconduct (and bias), against Applicants. 

Applicants have the belief that the Office has at least one primary examiner who is 
capable of completing examination of an application in less then twelve years. If this is true, 
then Applicants petition to have their application transferred to that primary examiner. 
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Cpnclusiqn 



For all the foregoing reasons, Applicants respectfully request that their Petitions be 



granted. 



Respectfully submitted, 



Ralph Ef Jpdce Reg. No. 3 1,029 



WALKER & JOCKE 
231 Broadway 
Medina, Ohio 44256 
(330)721-0000 
Customer No. 28995 
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